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COPYRIGHT NOTICE 
Contained herein is material that is subject to copyright protection. The copyright 
owner has no objection to the facsimile reproduction of the patent disclosure by any 
person as it appears in the Patent and Trademark Office patent files or records, but 
10 otherwise reserves all rights to the copyright whatsoever. 

FIELD OF THE INVENTION 

The invention relates generally to the fields of auctioning and online commerce. 
More particularly, the invention relates to an integrated auction format that incorporates 
1 5 features of both Internet and traditional, real world auctions. 



BACKGROUND OF THE INVENTION 

With the advent of online auctioning pioneered by eBay Inc., the assignee of the 
present invention, more and more Internet users are realizing the ease and convenience of 
20 buying items online. As the leading person-to-person trading site, buyers are compelled 
to trade on eBay's web site due to the large amount of content available. Similarly, 
sellers are attracted to eBay to conduct business where there are the most buyers. Ebay 
currently provides over two million new auctions, and 250,000 new items every day from 
which users may choose. 



00380LP004 



- 1 - Express Mail No.: EL32871 5629US 



Auction houses that run live, real-time, on-site auctions ('traditional auctions") 
continue to experience much success. However, geographic barriers, travel costs, and 
other constraints limit the participation in such auctions. 

It is desirable, therefore, to expand the reach of traditional auctions via the 
Internet. In particular, it would be advantageous to incorporate the best of both Internet 
and traditional auctions into an integrated auction format. 
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BRIEF SUMMARY OF THE INVENTION 



A method and apparatus are described for conducting an integrated auction that 
incorporates various features of traditional and online auctions. According to one aspect 
5 of the present invention, the integrated auction includes a live, in-person auction 
component and an online bidding environment component. Bidding information 
associated with an item in the online bidding environment is updated to reflect a current 
bid associated with the item in the live, in-person auction. During the live, in-person 
auction, a bid may be accepted from an online bidder in the online environment that 
1 0 reflects a maximum price the online bidder is willing to pay for the item. Subsequently, 
the system bids on behalf of the online bidder against one or more live bidders that are 
participating in the live, in-person auction based upon the maximum price. 

Other features of the present invention will be apparent from the accompanying 
drawings and from the detailed description which follows. 
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BRIEF DESCRIPTION OF THE DRAWINGS 

The present invention is illustrated by way of example, and not by way of 
limitation, in the figures of the accompanying drawings and in which: 

5 Figure 1 is a simplified view of an exemplary client-server environment in which 

the online portion of an integrated auction may occur according to one embodiment of the 
present invention. 

Figure 2 is an exemplary online auction site screen that allows online bidders to 
participate in an integrated auction according to one embodiment of the present invention. 
1 0 Figure 3 is an example of a computer system upon which one embodiment of the 

present invention may be implemented. 

Figure 4 is a high level illustration of the interaction between various devices and 
processes according to one embodiment of the present invention. 

Figure 5 conceptually illustrates the stages of an integrated auction according to 
1 5 one embodiment of the present invention. 

Figure 6 is a flow diagram illustrating integrated auction processing according to 
one embodiment of the present invention. 
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DETAILED DESCRIPTION 

A method and apparatus are described for carrying out an integrated auction that 
incorporates various features of traditional and online auctions. In the following 
description, for the purposes of explanation, numerous specific details are set forth in 
5 order to provide a thorough understanding of the present invention. It will be apparent, 
however, to one skilled in the art that the present invention may be practiced without 
some of these specific details. In other instances, well-known structures and devices are 
shown in block diagram form. 

As will be described in greater detail below, the present invention includes 

10 features that seek to enhance the traditional auctioning experience. According to one 
embodiment, an integrated auction incorporates various features of traditional and 
Internet auctions (also referred to as online auctions). In a first stage of the integrated 
auction, e.g., the "pre-auction bidding stage," a starting bid for a traditional, live auction 
may be established based upon bids received from online bidders. Subsequently, in a 

15 second stage of the integrated auction, e.g., the "live auction stage ," a live auction is 
conducted by an auction house, such as Guernsey's, using the highest bid from the pre- 
auction bidding stage. During the live auction stage, bidding information is updated on 
the online auction site and online bidders may submit additional maximum proxy 
amounts. Finally, in an optional third stage of the integrated auction, e.g., the "proxy 

20 showdown stage," if an online bidder's maximum proxy price is greater than the highest 
bid from the live auction stage, then the integrated auction returns to the live auction until 
the proxy price has been met. Advantageously, in this manner, the reach of traditional 
auctions may be expanded via the Internet. 
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In the preferred embodiment, the steps of the present invention are embodied in 
machine-executable instructions. The instructions can be used to cause a general-purpose 
or special-purpose processor which is programmed with the instructions to perform the 
steps of the present invention. Alternatively, the steps of the present invention might be 
5 performed by specific hardware components that contain hardwired logic for performing 
the steps, or by any combination of programmed computer components and custom 
hardware components. 

The present invention may be provided as a computer program product which may 
include a machine-readable medium having stored thereon instructions which may be 

1 0 used to program a computer (or other electronic devices) to perform a process according 
to the present invention. The machine-readable medium may include, but is not limited 
to, floppy diskettes, optical disks, CD-ROMs, and magneto-optical disks, ROMs, RAMs, 
EPROMs, EEPROMs, magnet or optical cards, flash memory, or other type of media / 
machine-readable medium suitable for storing electronic instructions. Moreover, the 

1 5 present invention may also be downloaded as a computer program product, wherein the 
program may be transferred from a remote computer (e.g., a server) to a requesting 
computer (e.g., a client) by way of data signals embodied in a carrier wave or other 
propagation medium via a communication link (e.g., a modem or network connection). 

20 Client-Server Environment 

Figure 1 is a simplified view of an exemplary client-server environment, such as 
the World Wide Web (the Web), in which the online portion of an integrated auction may 
take place. The architecture of the Web follows a conventional client-server model. The 
terms "client" and "server" are used to refer to a computer's general role as a requester of 
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data (the client) or provider of data (the server). Web clients 105 and Web servers 1 10 
communicate using a protocol such as HyperText Transfer Protocol (HTTP). In the Web 
environment, Web browsers reside on clients and render Web documents (pages) served 
by the Web servers. The client-server model is used to communicate information 
5 between clients 105 and servers 110. Web servers 1 10 are coupled to the Internet 100 
and respond to document requests and/or other queries from Web clients 105. When a 
user selects a document by submitting its Uniform Resource Locator (URL), a Web 
browser, such as Netscape Navigator or Internet Explorer, opens a connection to a server 
1 10 and initiates a request (e.g., an HTTP get) for the document. The server 110 delivers 
10 the requested document, typically in the form of a text document coded in a standard 
markup language such as HyperText Markup Language (HTML). 

Exemplary Online Auctioning Site Interface 

Figure 2 is an exemplary online auction site screen that allows online bidders to 

15 participate in an integrated auction. According to one embodiment, when an online 
bidder requests to view items associated with an integrated auction, screen 200 is 
presented with a textual list of items 205. In this example, each item 210 includes a 
hypertext link 215 having a title (or brief description) of the item for sale, an indication 
220 of whether or not an image of the item is available, the current minimum bid 230, the 

20 number of bids received 240, and an auction ending date and/or time 250. Responsive to 
the selection of the hypertext link 215, a subsequent screen (not shown) may prompt the 
online bidder to enter his/her maximum bid for the item 210. As will be described further 
below, by providing a maximum bid amount, a proxy bidding system may bid on behalf 
of the online bidder as necessary by increasing the online bidder's bid by the current bid 
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increment until the maximum is reached. Advantageously, in this manner, the online 
bidder need not keep track of the auction as it proceeds and is assured he/she will not be 
outbid at the last minute - unless the maximum specified is exceeded. 

5 Exemplary Computer System 

A computer system 300 representing an exemplary server in which features of the 
present invention may be implemented will now be described with reference to Figure 3. 
Computer system 300 comprises a bus or other communication means 301 for 
communicating information, and a processing means such as processor 302 coupled with 

10 bus 301 for processing information. Computer system 300 further comprises a random 
access memory (RAM) or other dynamic storage device 304 (referred to as main memory), 
coupled to bus 301 for storing information and instructions to be executed by processor 
302. Main memory 304 also may be used for storing temporary variables or other 
intermediate information during execution of instructions by processor 302. Computer 

1 5 system 300 also comprises a read only memory (ROM) and/or other static storage device 
306 coupled to bus 301 for storing static information and instructions for processor 302. 

A data storage device 307 such as a magnetic disk or optical disc and its 
corresponding drive may also be coupled to computer system 300 for storing information 
and instructions. Computer system 300 can also be coupled via bus 301 to a display device 

20 321, such as a cathode ray tube (CRT) or Liquid Crystal Display (LCD), for displaying 
information to a computer user. Typically, an alphanumeric input device 322, including 
alphanumeric and other keys, may be coupled to bus 301 for communicating information 
and/or command selections to processor 302. Another type of user input device is cursor 
control 323, such as a mouse, a trackball, or cursor direction keys for communicating 
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direction information and command selections to processor 302 and for controlling cursor 
movement on display 321. 

A communication device 325 is also coupled to bus 301 for accessing remote 
servers via the Internet, for example. The communication device 325 may include a 
5 modem, a network interface card, or other commercially available network interface 
devices, such as those used for coupling to an Ethernet, token ring, or other type of 
network. In any event, in this manner, the computer system 300 may be coupled to a 
number of clients and/or other servers via a conventional network infrastructure, such as a 
company's Intranet and/or the Internet, for example. 

10 

System Overview 

Figure 4 is a high level illustration of the interaction between various devices and 
processes according to one embodiment of the present invention. According to the 
embodiment depicted, an online auction site 400 may comprise one or more listing 

1 5 servers 410. In this example, the listing servers 4 1 0 include a listing management process 
415, a proxy bidding process 425, and a live auction interface 430. Clients 470 interact 
with the listing management process 415 and the proxy bidding process 425 to view 
information about items for sale and submit proxy prices, respectively. 

The listing management process 415 interacts with online bidders and provides 

20 them with information about the items in which they are interested. The listing 

management process 41 5 may support a text-based item listing format, such as that 
depicted in Figure 2, and/or a Gallery™ presentation format that includes thumbnail 
images of the items for sale as described in co-pending US Patent Application No. 
09/177,726, entitled "Information Presentation and Management in an Online Trading 
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Environment" and assigned to the assignee of the present invention (GALLERY is a 

trademark of eBay Inc. of San Jose, CA). 

The proxy bidding process 425 tracks the maximum amounts that online bidders 

are willing to pay for the items 210. Based upon the maximum amounts provided, the 
5 proxy bidding process 425 automatically submits bids on behalf on the online bidders as 

other bidders (online or on-site bidders) increase the bid price. 

The live auction interface 430 provides an interface by which online bids may be 

communicated to the on-site bidders and live bids may be communicated to the proxy 

bidding process 425 and updated on various online auction site screens. 
10 While, in order to facilitate explanation, the listing servers 410 are generally 

discussed as if they were a single device, in actuality, the listing servers 410 may 

comprise multiple physical and/or logical devices connected in a distributed architecture, 

and the various functions performed may actually be distributed among multiple devices. 

For example, any function can be implemented on any number of machines or on a single 
1 5 machine. Also, any process may be divided across multiple machines. 

Exemplary Stages of an Integrated Auction 

Figure 5 conceptually illustrates the stages of an integrated auction according to 
one embodiment of the present invention. In this example, an integrated auction 
20 comprises three separate and distinct stages: a pre-auction bidding stage 530, a live 
auction stage 540, and a proxy showdown stage 550. Bidding results may be fed from 
one stage to the next and the results from a previous stage may serve as the floor for the 
following stage. For example, an initial round of online bidding 530 taking place over a 
predetermined period of time may establish a starting bid 510 for the live auction stage 
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540. At the conclusion of the live auction stage 540, if one or more online bidders have 
submitted maximum proxy prices that are greater than the final bid from the live auction 
stage 540, the proxy showdown stage 550 is triggered in which the live auction continues 
until the maximum proxy price has been met. 

5 

Integrated Auction Flow 

Referring now to the flow diagram of Figure 6, exemplary integrated auction 
processing will now be described. At step 610, a minimum bid for the live auction stage 
540 is established by an online auction site 400. For example, one or more online bidders 

1 0 may submit maximum bid amounts to the proxy bidding process 425 to have the proxy 
bidding process 425 bid on their behalf Other bidders may choose to monitor the pre- 
auction bidding stage 530 and periodically submit bids. When the predetermined time 
period for the pre-auction bidding stage 530 expires, the highest bid is presented to the 
auction house via the live auction interface 430. In this manner, the starting bid for the 

1 5 live auction stage 540 is established in a new and exciting way, thereby creating 

additional hype about the auction. At step 620, the auction house conducts a live auction 
starting the bidding at the dollar amount provided by the online auction site 400. During 
the live auction, live bids by the on-site bidders may be communicated to the online 
bidders via the live auction interface 430. Additionally, the online bidders may be 

20 provided with teleconferencing or other means of monitoring the progress of the live 
auction 540. At any rate, at the conclusion of the live auction, the final bid is input into 
the live auction interface 430. At step 630, a determination is made whether or not to 
perform a proxy showdown. If one or more online bidders have submitted a maximum 
proxy price greater than the highest bid from the live auction stage, then processing 
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continues with step 640. Otherwise, the integrated auction is complete. At step 640, the 
on-site bidders are pitted against the one or more online bidders' proxies. As above, live 
bids are presented to the online auction site 400 via the live auction interface 430 to allow 
the online bidders to view near real-time updates. As explained previously, the proxy 
5 bidding process 425 will automatically bid on behalf of the online bidders as necessary 
until the maximum is exceeded. Therefore, step 640 continues until either all maximum 
proxy prices have been exceeded or until no further live bids are received. 

In the foregoing specification, the invention has been described with reference to 
10 specific embodiments thereof. It will, however, be evident that various modifications and 
changes may be made thereto without departing from the broader spirit and scope of the 
invention. The specification and drawings are, accordingly, to be regarded in an 
illustrative rather than a restrictive sense. 
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What is claimed is: 



CLAIMS 



1 L A method comprising: 

2 updating bidding information associated with an item in a online environment to 

3 reflect a current bid associated with the item in a live, in-person auction; 

4 accepting a bid from an online bidder in the online environment reflecting the 

5 online bidder's maximum proxy price; and 

6 bidding on behalf of the online bidder against one or more live bidders that are 

7 participating in the live, in-person auction based upon the maximum proxy 

8 price. 

1 2. The method of claim 1 , wherein said bidding one behalf of the online bidder 

2 comprises bidding an amount that exceeds the current bid so long as the 

3 maximum proxy price has not been exceeded and so long as the current bid is not 

4 that of the online bidder. 

1 3 . The method of claim 1 , further comprising: 

2 prior to the live, in-person auction, establishing a starting bid for the item by 

3 performing a pre-auction bidding process in the online environment for a 

4 predetermined amount of time; and 

5 communicating the starting bid for the item to the live, in-person auction. 
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1 4. A method comprising: 

2 establishing a starting bid for an item for a live portion of an auction by 

3 performing a pre-auction bidding process in an online environment for a 

4 predetermined amount of time; 

5 communicating the starting bid for the item to the live portion of the auction; and 

6 during the live auction portion of the auction 

7 updating bidding information associated with the item in the online 

8 environment to reflect a current bid associated with the item in the 

9 live portion of the auction, 

1 0 accepting a bid from an online bidder in the online environment reflecting 

1 1 the online bidder's maximum proxy price, and 

12 bidding against one or more live bidders that are present at the live auction 

1 3 portion of the auction until the maximum proxy price has been 

14 met 
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1 5. A computer system comprising: 

2 a storage device having stored therein a one or more routines for integrating an 

3 online bidding process with a live portion of an auction; 

4 a processor coupled to the storage device for executing the one or more routines to 

5 provide feedback to online bidders in an online environment during the 

6 live portion of the auction and serve as a proxy bidder for the online 

7 bidders, where: 

8 a starting bid is established for an item for the live portion of the auction 

9 by performing a pre-auction bidding process in the online 

1 0 environment for a predetermined amount of time; 

1 1 feedback is provided to the online bidders by updating bidding information 

12 associated with the item in the online environment to reflect a 

13 current bid associated with the item during the live portion of the 

14 auction, and 

1 5 proxy bidding is accomplished by accepting a bid from one or more of the 

16 an online bidders reflecting the online bidders' maximum proxy 

1 7 price and bidding on behalf of the one or more online bidders 

1 8 against one or more live bidders participating in the live portion of 

19 the auction until each of the one or more online bidders' maximum 

20 proxy price has been met. 
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16. A machine-readable medium having stored thereon data representing sequences of 

2 instructions, the sequences of instructions which, when executed by a processor, 

3 cause the processor to perform the steps of: 

4 establishing a starting bid for an item for a live portion of an auction by 

5 performing a pre-auction bidding process in an online environment for a 

6 predetermined amount of time; 

7 communicating the starting bid for the item to the live portion of the auction; and 

8 during the live auction portion of the auction 

9 updating bidding information associated with the item in the online 

1 0 environment to reflect a current bid associated with the item in the 

1 1 live portion of the auction, 

12 accepting a bid from an online bidder in the online environment reflecting 

1 3 the online bidder's maximum proxy price, and 

14 bidding against one or more live bidders that are present at the live auction 

1 5 portion of the auction until the maximum proxy price has been 

16 met 
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ABSTRACT OF THE DISCLOSURE 



A method and apparatus are provided for conducting an integrated auction that 
incorporates various features of traditional and online auctions. According to one aspect 
5 of the present invention, the integrated auction includes a live, in-person auction 
component and an online bidding environment component. Bidding information 
associated with an item in the online bidding environment is updated to reflect a current 
bid associated with the item in the live, in-person auction. During the live, in-person 
auction, a bid may be accepted from an online bidder in the online environment that 
1 0 reflects a maximum price the online bidder is willing to pay for the item. Subsequently, 
the system bids on behalf of the online bidder against one or more live bidders that are 
participating in the live, in-person auction based upon the maximum price. 
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(Application Number) Filing Date 

I hereby claim the benefit under Title 35, United States Code, Section 120 of any United States 
application(s) listed below and, insofar as the subject matter of each of the claims of this application 
is not disclosed in the prior United States application in the manner provided by the first paragraph 
of Title 35, United States Code, Section 1 12, 1 acknowledge the duty to disclose ail information 
known to me to be material to patentability as defined in Title 37, Code of Federal Regulations, 
Section 156 which became available between the filing date of the prior application and the national 
or PCT international filing date of this application: 



(Application Number) Filing Date (Status -- patented, 

pending, abandoned) 



(Application Number) Filing Date (Status - patented, 

pending, abandoned) 

I hereby appoint the persons listed on Appendix A hereto (which is incorporated by reference and a 
part of this document) as my respective patent attorneys and patent agents, with full power of 
substitution and revocation, to prosecute this application and to transact all business in the Patent 
and Trademark Office connected herewith. 

Send correspondence to Michael A- DeSanctis, BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN 
LLP, 12400 Wilshire Boulevard 7th Floor, Los Angeles, California 90025 and direct telephone 
calls to (303) 740-1980. 



Docket No.: 003801. P004 
Express Mail No.: EL328715629US 



-2- 



Rev. 09/09/99 (D1) 



I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United 
States Code and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 

Full Name of Sole/First Inventor Brad Handler 



Inventor's Signature Date 



Residence ____ Citizenship 

(City, State) (Country) 

Post Office Address 
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APPENDIX A 



William E. Alford, Reg. No. 37,764; Farzad E. Amini, Reg. No. P42.261; Aloysius T. C. AuYeung, Reg. No. 
35,432; William Thomas Babbitt, Reg. No. 39,591; Carol F. Barry, Reg. No. 41,600; Jordan Michael 
Becker, Reg. No. 39,602; Bradley J. Bereznak, Reg. No. 33,474; Michael A. Bernadicou, Reg. No. 35,934; 
Roger W. Blakely, Jr., Reg. No. 25,831; Gregory D. Caldwell, Reg. No. 39,926; Ronald C. Card, Reg. No 
P44.587; Thomas M. Coester, Reg. No. 39,637; Stephen M. De Klerk, under 37 C.F.R. § 10.9(b); Michael 
Anthony DeSanctis, Reg. No. 39,957; Daniel M. De Vos, Reg. No. 37,813; Robert Andrew Diehi, Reg No 
40,992; Matthew C. Fagan, Reg. No. 37,542; Tarek N. Fahmi, Reg. No. 41,402; James Y. Go, Reg. No. 
40,621; James A. Henry, Reg. No. 41,064; Willmore F. Holbrowlll, Reg. No. P41.845; Sheryl Sue 
Holloway, Reg. No. 37,850; George W Hoover II, Reg. No. 32,992; Eric S. Hyman, Reg. No. 30,139; Dag 
H. Johansen, Reg. No. 36,172; William W. Kidd, Reg. No. 31,772; Erica W. Kuo, Reg. No. 42,775; 
Michael J. Mallie, Reg. No. 36,591; Andre L. Marais, under 37 C.F.R. § 10.9(b); Paul A. Mendonsa, Reg 
No. 42,879; Darren J. Milliken, Reg. 42,004; Lisa A. Norris, Reg. No. P44.976; Chun M. Ng, Reg No 
36,878; Thien T. Nguyen, Reg. No. 43,835; Thinh V. Nguyen, Reg. No. 42,034; Dennis A. Nicholls, Reg 
No. 42,036; Kimberley G. Nobles, Reg. No. 38,255; Daniel E. Ovanezian, Reg. No. 41,236; Babak 
Redjaian, Reg. No. 42,096; William F. Ryann, Reg. 44,313; James H. Salter, Reg. No. 35,668" William 
W. Schaal, Reg. No. 39,018; James C. Scheller, Reg. No. 31,195; Jeffrey Sam Smith, Reg. No. 39 377- 
Maria McCormack Sobrino, Reg. No. 31,639; Stanley W. Sokoloff, Reg. No. 25,128; Judith A. Szep'esi, ' 
Reg. No. 39,393; Vincent P. Tassinari, Reg. No. 42,179; Edwin H. Taylor, Reg. No. 25,129; John F 
Travis, Reg. No. 43,203; George G. C. Tseng, Reg. No. 41,355; Joseph A. Twarowski, Reg. No. 42,19t 
Lester J. Vincent, Reg. No. 31 ,460; Glenn E. Von Tersch, Reg. No. 41 ,364; John Patrick Ward 
Reg. No. 40,216; Charles T. J. Weigell, Reg. No. 43,398; James M. Wu, Reg. No. P45.241; Steven D. 
Yates, Reg. No. 42,242; Ben J. Yorks, Reg. No. 33,609; and Norman Zafman, Reg. No. 26,250; my 
patent attorneys, and Andrew C. Chen, Reg. No. 43,544; Justin M. Dillon, Reg. No. 42,486; Paramita 
Ghosh, Reg. No. 42,806; and Sang Hui Kim, Reg. No. 40,450; my patent agents, of BLAKELY 
SOKOLOFF, TAYLOR & ZAFMAN LLP, with offices located at 12400 Wilshire Boulevard 7th Floor 
Los Angeles, California 90025, telephone (310) 207-3800, and James R. Thein, Reg. No. 31 710 my 
patent attorney. 
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APPENDIX B 



Title 37, Code of Federal Regulations, Section 1 .56 
Duty to Disclose Information Material to Patentability 

(a) A patent by its very nature is affected with a public interest. The public interest is best served, 
and the most effective patent examination occurs when, at the time an application is being examined, the 
Office is aware of and evaluates the teachings of all information material to patentability. Each individual 
associated with the filing and prosecution of a patent application has a duty of candor and good faith in 
dealing with the Office, which includes a duty to disclose to the Office all information known to that individual 
to be material to patentability as defined in this section. The duty to disclosure information exists with respect 
to each pending claim until the claim is cancelled or withdrawn from consideration, or the application becomes 
abandoned. Information material to the patentability of a claim that is cancelled or withdrawn from 
consideration need not be submitted if the information is not material to the patentability of any claim 
remaining under consideration in the application. There is no duty to submit information which is not material 
to the patentability of any existing claim. The duty to disclosure all information known to be material to 
patentability is deemed to be satisfied if all information known to be material to patentability of any claim 
issued in a patent was cited by the Office or submitted to the Office in the manner prescribed by §§1 .97(b)-(d) 
and 1 .98. However, no patent will be granted on an application in connection with which fraud on the Office 
was practiced or attempted or the duty of disclosure was violated through bad faith or intentional misconduct. 
The Office encourages applicants to carefully examine: 

(1) Prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) The closest information over which individuals associated with the filing or prosecution of a 
patent application believe any pending claim patentably defines, to make sure that any material information 
contained therein is disclosed to the Office. 

(b) Under this section, information is material to patentability when it is not cumulative to 
information already of record or being made or record in the application, and 

(1) It establishes, by itself or in combination with other information, a prima facie case of 
unpatentability of a claim; or 

(2) It refutes, or is inconsistent with, a position the applicant takes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima facie case of unpatentability is established when the information compels a conclusion that a claim is 
unpatentable under the preponderance of evidence, burden-of-proof standard, giving each term in the claim 
its broadest reasonable construction consistent with the specification, and before any consideration is given to 
evidence which may be submitted in an attempt to establish a contrary conclusion of patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the 
meaning of this section are: 

(1) Each inventor named in the application; 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of the 
application and who is associated with the inventor, with the assignee or with anyone to whom there is an 
obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by 
disclosing information to the attorney, agent, or inventor. 
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